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DETAILED ACTION 

This is a first office action on the merits of application SN 10/719,043. 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 3, 15, and 23 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. It is unclear from the specification and the drawing as to what features and 
properties the disc entry ramp (30) has other then being the bottom of the housing. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 12, 21, 26, and 27 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

5. Claim 12 recites the limitation "the locking means" in line 1. There is insufTicient 
antecedent basis for this limitation in the claim. 
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6. Claim 21 recites the limitation "the locking pin" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

7. Claim 26 recites the limitation "the locking means" in line 1 . There is insufficient 
antecedent basis for this limitation in the claim. 

8. Claim 27 recites the limitation "the locking pin" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign countiy or In public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1 0. Claims 1 , 3-5 and 8-1 1 are rejected under 35 U.S.C. 1 02(b) as being anticipated 
by US Patent 5,495,939 to Castritis. Castritis teaches a handheld disc storage device 
(10) that has a housing (14) with an aperture to receive a disc into an interior cavity. A 
manual-actuated slider (18) moves along guide tracks (1 10,1 1 1) as seen in figure 5. A 
disc entry ramp (28) is disposed adjacent to the aperture and a hook (106) on the slider 
(18) engages a portion of the disk. A manually actuated lever-mechanism is a lever 
(22,58) that travels in a slot (60) and is connected to the slider (18). Protuberances 
(201) extend from a bottom surface and depressions (200) on the top surface accept 
the protuberances (201) of a second housing when stacking. Means for locking (16) the 
disc within the housing include a door (32) that has a snap fit (fig 7). 
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Gastritis '939 Figure 1 

1 1 . Claims 1 , 3-8, and 1 1 are rejected under 35 U.S.C. 102(b) as being anticipated 
by US Patent 4,728,157 to David. David teaches a handheld disc storage device (10) 
that has a housing (12) with an aperture to receive a disc into an interior cavity. A 
manual-actuated slider (34) moves along guide tracks (32) as seen in figure 3. A disc 
entry ramp (16) is disposed adjacent to the aperture and a hook (88) on the slider (34) 
engages a portion of the disk. A manually actuated lever-mechanism is a lever (38) that 
travels in a slots (A\B') formed in the housing as seen In marked up figure 3 below and 
is connected to the slider (34) by a pivot ami (48). Means for locking the disc within the 
housing includes a door (18) that has spring (21) to bias shut. 
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Claim Rejections • 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which fonns the basis for all 
obviousness rejections set forth In this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. The factual inquiries set forth In Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at Issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present In the application Indicating 
obviousness or nonobviousness. 

14. Claims 2, 14, 15, 17-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Patent 5,495,939 to Castritis in view of US Patent 5,676,246 to 
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Gloger. Gastritis discloses every element as claimed and discussed above except disc 
tracks formed in the housing. Gloger teaches a disc storage device that has disc tracks 
(30) formed in the housing (16). At the time of the invention it would have been obvious 
for a person of ordinary skill in the art to modify the disc storage device of Gastritis by 
adding disc tracks in the housing walls as taught by Gloger to help prevent the surfaces 
of the disc to contact the top or bottom of the contains (Gloger '246, Gol. 2, lines 18-29). 




30 18a 

Gloger '246 Figure 1 



15. Glaims 2, 14 -17, and 22-24 are rejected under 35 U.S.G. 103(a) as being 
unpatentable over US Patent 4,728,157 to David in view of US Patent 5,676,246 to 
Gloger. David discloses every element as claimed and discussed above except disc 
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tracks formed in the housing. Gloger teaches a disc storage device that has disc tracks 
(30) formed in the housing (16). At the time of the invention it would have been obvious 
for a person of ordinary skill in the art to modify the disc storage device of David by 
adding disc tracks in the housing walls as taught by Gloger to help prevent the surfaces 
of the disc to contact the top or bottom of the contains (Gloger '246. Col. 2, lines 18-29). 

16. Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent 4,728,157 to David in view of US Patent 5.495,939 to Gastritis. David 
discloses every element as claimed and discussed above except protuberances 
extending form a surface that fit in depressions on a second housing to allow the 
housings to be stacked. Gastritis teaches a handheld disc storage device (10) that has a 
housing (14) with an aperture to receive a disc into an interior cavity. Protuberances 
(201) extend from a bottom surface and depressions (200) on the top surface accept 
the protuberances (201) of a second housing when stacking. At the time of the invention 
it would have been obvious for a person of ordinary skill in the art to modify the disc 
storage device of David by adding protuberance and depressions as taught by Gastritis 
to allow for the stacking of housing without slippage (Gastritis '939, Gol. 4m lines 12-18). 

17. Claim 12 rejected under 35 U.S.C. 103(a) as being unpatentable over US Patent 
5,495,939 to Gastritis in view of US Patent 6,896,133 to Spagna. Gastritis discloses 
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every element as claimed and discussed above except the locking means comprising 
opposing apertures formed in the housing and alignable with a central aperture of the 
disc for acceptance of a locking pin. Spagna teaches a disc storage device with a 
locking mechanism (40) that has opposing apertures (38,20) that line up with the central 
opening of a disc. A locking pin (34) passes through those apertures and is locked in 
place to secure the disc. At the time of the invention it would have been obvious for a 
person of ordinary skill in the art to modify the disc storage device of Gastritis by adding 
the locking mechanism as taught by Spagna to allow a theft deterrent feature to be 
easily disabled by an authorized person (Spagna '133, Col. 2, lines 3-6). 



10 




Spagna '133 Figure 1 
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18. Claims 12 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent 5,495,939 to Gastritis in view of US Patent 6,817,025 to Boorman and 
US Patent 6, 11 2,894 to Kikuchi. Gastritis discloses every element as claimed and 
discussed above except each of the housings having apertures to receive a locking pin 
and a case adapted for storing multiple housings stacked with the locking pin extending 
from one end of the case and out an opposite end of the case. Boomnan teaches 
multiple disc storage devices (20) with apertures (55) to receive a locking pin (62) when 
stacked. At the time of the invention it would have been obvious for a person of ordinary 
skill in the art to modify the storage device of Gastritis by adding apertures and a locking 
pin as taught by Boorman to allow for vertical stacking. 

1 9. Gastritis in view of Boorman does not expressly disclose a case adapted for 
storing multiple housings stacked with the locking pin extending from one end of the 
case and out an opposite end of the case. Kilkuchi teaches a case (45) that has a 
locking pin (43) extending through the ends of the case and apertures in discs (44). At 
the time of the invention it would have been obvious for a person of ordinary skill in the 
art to modify the storage device of Gastritis in view of Boonnan by adding a case with 
locking pin extending through the case as taught by Kilkuchi to provide a simple 
structure to hold multiple discs and can withstand transportation (Kilkuchi '894, Gol. 3, 
lines 6-9). 
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20. Claim 12 rejected under 35 U.S.C. 103(a) as being unpatentable over US Patent 
4,728,157 to David in view of US Patent 6,896,133 to Spagna. David discloses every 
element as claimed and discussed above except the locking means comprising 
opposing apertures formed in the housing and alignable with a central aperture of the 
disc for acceptance of a locking pin. Spagna teaches a disc storage device with a 
locking mechanism (40) that has opposing apertures (38,20) that line up with the central . 
opening of a disc. A locking pin (34) passes through those apertures and is locked in 
place to secure the disc. At the time of the invention it would have been obvious for a 
person of ordinary skill In the art to modify the disc storage device of David by adding 
the locking mechanism as taught by Spagna to allow a theft deterrent feature to be 
easily disabled by an authorized person (Spagna '133, Col. 2, lines 3-6). 

21 . Claims 12 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent 4,728,157 to David in view of US Patent 6,817,025 to Boorman and US 
Patent 6,112,894 to Kikuchi. David discloses every element as claimed and discussed 
above except each of the housings having apertures to receive a locking pin and a case 
adapted for storing multiple housings stacked with the locking pin extending from one 
end of the case and out an opposite end of the case. Boorman teaches multiple disc 
storage devices (20) with apertures (55) to receive a locking pin (62) when stacked. At 
the time of the invention it would have been obvious for a person of ordinary skill in the 
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art to modify the storage device of David by adding apertures and a locking pin as 
taught by Boorman to allow for vertical stacking. 

22. David in view of Boorman does not expressly disclose a case adapted for storing 
multiple housings stacked with the locking pin extending from one end of the case and 
out an opposite end of the case. Kilkuchi teaches a case (45) that has a locking pin (43) 
extending through the ends of the case and apertures in discs (44). At the time of the 
invention it would have been obvious for a person of ordinary skill in the art to modify 
the storage device of David in view of Boorman by adding a case with locking pin 
extending through the case as taught by Kilkuchi to provide a simple structure to hold 
multiple discs and can withstand transportation (Kilkuchi '894, Col. 3, lines 6-9). 



23. Claims 18, 19, and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Patent 4,728,157 to David in view of US Patent 5,676,246 to 
Gloger as applied to claim 14 above, and further in view of US Patent 5,495,939 to 
Castritis. David in view of Gloger disclose every element as claimed and discussed 
above except protuberances extending form a surface that fit in depressions on a 
second housing to allow the housings to be stacked. Castritis teaches a handheld disc 
storage device (10) that has a housing (14) with an aperture to receive a disc into an 
interior cavity. Protuberances (201) extend from a bottom surface and depressions 
(200) on the top surface accept the protuberances (201) of a second housing when 
stacking. At the time of the invention it would have been obvious for a person of 
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ordinary skill in the art to modify the disc storage device of David in view of Gloger by 
adding protuberance and depressions as taught by Gastritis to allow for the stacking of 
housing without slippage (Gastritis '939, Gol. 4m lines 12-18). 



24. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent 5,495,939 to Gastritis in view of US Patent 5,676,246 to Gloger as applied to 
claim 14 above, and further in view of US Patent 6,896,133 to Spagna. Gastritis in view 
of Gloger discloses every element as claimed and discussed above except the locking 
means comprising opposing apertures formed in the housing and alignable with a 
central aperture of the disc for acceptance of a locking pin. Spagna teaches a disc 
storage device with a locking mechanism (40) that has opposing apertures (38,20) that 
line up with the central opening of a disc. A locking pin (34) passes through those 
apertures and is locked in place to secure the disc. At the time of the invention it would 
have been obvious for a person of ordinary skill in the art to modify the disc storage 
device of Gastritis in view of Gloger by adding the locking mechanism as taught by 
Spagna to allow a theft deterrent feature to be easily disabled by an authorized person 
(Spagna '133, Gol. 2, lines 3-6). 

25. Glaims 20 and 21 are rejected under 35 U.S.G. 103(a) as being unpatentable 
over US Patent 5.495,939 to Gastritis in view of US Patent 5.676,246 to Gloger as 



Application/Control Number: 10/719,043 Page 13 

Art Unit: 3637 

applied to claim 14 above, and further in view of US Patent 6,817,025 to Boorman and 
US Patent 6,1 12,894 to Kikuchi. Gastritis in view of Gloger discloses every element as 
claimed and discussed above except each of the housings having apertures to receive 
a locking pin and a case adapted for storing multiple housings stacked with the locking 
pin extending from one end of the case and out an opposite end of the case. Boomian 
teaches multiple disc storage devices (20) with apertures (55) to receive a locking pin 
(62) when stacked. At the time of the invention it would have been obvious for a person 
of ordinary skill in the art to modify the storage device of Gastritis in view of Gloger by 
adding apertures and a locking pin as taught by Boorman to allow for vertical stacking. 

26. Gastritis in view of Gloger and Boorman does not expressly disclose a case 
adapted for storing multiple housings stacked with the locking pin extending from one 
end of the case and out an opposite end of the case. Kilkuchi teaches a case (45) that 
has a locking pin (43) extending through the ends of the case and apertures in discs 
(44). At the time of the invention it would have been obvious for a person of ordinary 
skill in the art to modify the storage device of Gastritis in view of Gloger and Boorman by 
adding a case with locking pin extending through the case as taught by Kilkuchi to 
provide a simple structure to hold multiple discs and can withstand transportation 
(Kilkuchi '894, GoL 3, lines 6-9). 

27. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent 4,728,157 to David in view of US Patent 5,676,246 to Gloger as applied to claim 
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14 above, and further in view of US Patent 6,896,133 to Spagna. David in view of 
Gloger discloses every element as claimed and discussed above except the locking 
means comprising opposing apertures fomied in the housing and alignable with a 
central aperture of the disc for acceptance of a locking pin. Spagna teaches a disc 
storage device with a locking mechanism (40) that has opposing apertures (38,20) that 
line up with the central opening of a disc. A locking pin (34) passes through those 
apertures and is locked in place to secure the disc. At the time of the invention it would 
have been obvious for a person of ordinary skill in the art to modify the disc storage 
device of David in view of Gloger by adding the locking mechanism as taught by 
Spagna to allow a theft deterrent feature to be easily disabled by an authorized person 
(Spagna '133, Col. 2, lines 3-6). 



28. Claims 20 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent 4,728,157 to David in view of US Patent 5,676,246 to Gloger as applied 
to claim 14 above, and further In view of US Patent 6,817,025 to Boorman and US 
Patent 6,1 12,894 to Kikuchi. David in view of Gloger discloses every element as 
claimed and discussed above except each of the housings having apertures to receive 
a locking pin and a case adapted for storing multiple housings stacked with the locking 
pin extending from one end of the case and out an opposite end of the case. Boonnan 
teaches multiple disc storage devices (20) with apertures (55) to receive a locking pin 
(62) when stacked. At the time of the invention it would have been obvious for a person 



Application/Control Number: 1 0/71 9,043 Page 1 5 

Art Unit: 3637 

of ordinary sl^ill in tlie art to modify the storage device of David in view of Gloger by 
adding apertures and a locking pin as taught by Boorman to allow for vertical stacking. 

29. David in view of Gloger and Boomnan does not expressly disclose a case 
adapted for storing multiple housings stacked with the locking pin extending from one 
end of the case and out an opposite end of the case. Kilkuchi teaches a case (45) that 
has a locking pin (43) extending through the ends of the case and apertures in discs 
(44). At the time of the invention it would have been obvious for a person of ordinary 
skill in the art to modify the storage device of David in view of Gloger and Boorman by 
adding a case with locking pin extending through the case as taught by Kilkuchi to 
provide a simple structure to hold multiple discs and can withstand transportation 
(Kilkuchi '894, Col. 3, lines 6-9). 

30. Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent 4,728, 1 57 to David In view of US Patent 5,676,246 to Gloger and US Patent 
5,495,939 to Castritis as applied to claims 22-25 above, and further in view of US 
Patent 6,896,133 to Spagna. David in view of Gloger and Castritis discloses every 
element as claimed and discussed above except the locking means comprising 
opposing apertures formed in the housing and alignable with a central aperture of the 
disc for acceptance of a locking pin. Spagna teaches a disc storage device with a 
locking mechanism (40) that has opposing apertures (38,20) that line up with the central 
opening of a disc. A locking pin (34) passes through those apertures and is locked in 
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place to secure the disc. At the time of the invention it would have been obvious for a 
person of ordinary skill in the art to modify the disc storage device of David in view of 
Gloger and Gastritis by adding the locking mechanism as taught by Spagna to allow a 
theft deterrent feature to be easily disabled by an authorized person (Spagna '133. Col. 
2, lines 3-6). 



31 . Claim 26 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent 4,728.157 to David in view of US Patent 5,676,246 to Gloger and US Patent 
5,495,939 to Castritis as applied to claims 22-25 above, and further in view of US 
Patent 6,817,025 to Boorman and US Patent 6,1 12,894 to Kikuchi. David in view of 
Gloger and Castritis discloses every element as claimed and discussed above except 
each of the housings having apertures to receive a locking pin and a case adapted for 
storing multiple housings stacked with the locking pin extending from one end of the 
case and out an opposite end of the case. Boorman teaches multiple disc storage 
devices (20) with apertures (55) to receive a locking pin (62) when stacked. At the time . 
of the invention it would have been obvious for a person of ordinary skill in the art to 
modify the storage device of David in view of Gloger and Castritis by adding apertures 
and a locking pin as taught by Boorman to allow for vertical stacking. 

32. David in view of Gloger, Castritis, and Boorman does not expressly disclose a 
case adapted for storing multiple housings stacked with the locking pin extending from 
one end of the case and out an opposite end of the case. Kilkuchi teaches a case (45) 
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that has a locking pin (43) extending through the ends of the case and apertures in 
discs (44). At the time of the invention it would have been obvious for a person of 
ordinary skill in the art to modify the storage device of David in view of Gloger, Gastritis, 
and Boorman by adding a case with locking pin extending through the case as taught by 
Kilkuchi to provide a simple structure to hold multiple discs and can withstand 
transportation (Kilkuchi '894, Col. 3, lines 6-9). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Timothy M. Ayres whose telephone number is (571) 
272-8299. The examiner can nomially be reached on MON-THU 8:00 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lanna Mai can be reached on (571) 272-6867. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding tlie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infomiation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



TMA 
5/20/06 




JANET M.WILKENS 
PRIMARY EXAMIM^F" 



